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BRiEP POR APPELLANT 



Sir: 

This is a Brief on Appellants' Appeal from the Bcqmlner's Final Rejection Goncemlng 
the above-icienttfied appiication. 

The Commissioner is hereby authorized to charge any additional fees., which may 
be required to our Deposit Account No. 12-1 155, induding oil required fees under: 
37CF.R§1.i6; 37CF.R, §1.17; 37CF.R.§1J8; 37 C.F.R. §1.136. 
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I REAL PARTY IN iNTEREST 



The Real Party in interest in this Appeal is Conopco, !nc<, d/b/a UNilEVER, a 
corporation of the State of New York. 



li. REIATSD APPSAIS AND INTERFERSNCES 

Neither the Appellants, their iegol representotives northe Assignee ore caware of 
any other Appeals or Interforences reidtirtg to the present Appeal. 



m. STATUS OF CLAIMS 



This Appeal is tdken from the Find! Rejectloh of claims 1 thFough ?, the pending 
claims In the dpplieatbn. A copy of the oppedled claims Is attached to this Brief 
as an Appendix, 
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tV. STATUS , OF AMENDMENTS 



A Reply under 37 CFR § 1 . 1 1 6 in response to the Rnai Rejection was filed on January 
8, 20IQ. The Reply was entered and eonsfdered by the B<annfner for purposes of 
this Apped!. 

y. SMMMARY pF THE CLAIMED $UBJEP MATTER 

The invention set forth In the ciqirns on appeal is directed to a eosfYietie skin 
iightening corrtposition comprising extracts of plants from the genera Symplocos 
and Rubia, the extract of Symp/ocos being selected from SymplocoB recemosa, 
Symplocos panicuiafa, Sympiocos cochincNnensis or mixtures thereof; the extract 
Rubia being Rubia cordifblia. Such extracts within the skin lightening composition 
are the pn'mary skin lightening agents supplied to benefit the consumer. 

By the presently claimed invention, therefore, a superior cosmetic skin iightening 
composition has been invented. As may be readiiy gleaned from the ExampSes, 
surprisingly synergistic lightening benefits are obtained when the claimed ins'ention 
is u sed . 
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In the Specification, the portion from page 1 to page 4, line 14 comprises 
background. The ptoseology used in daim 1 , the soie independent c\mm. may 
be found, for exampje, on page 5 of the specification os originally filed. Support 
for dependent claim 2 is found, among other places, oh page 7, line 2 and 
support for claim 3 may be found, among other places, on page 6, line 1 1 of the 
specification. Support for claims 4 and 5 may be found, among other places, on 
pages 5 and 7 (respectively) of the specification. Claims 6 through 9 are suppored 
by the specification at pages 5 and 6. AH claims, therefore, are supported by the 
specification as originally filed. Beginning at page 9, working examples illustrate 
the unexpecfed and supenor properties obtained when making the composittohs 
of this invention. 



The issue raised in this appeaf is primarily one of fact and of the t>'pe normally 
encountered in connection with a rejection made under 35 USC § 103. In 
partlcuiar, the issue is as follows: 
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WouSd one of ordinary skii! in the or\ upon reading Osumi et ai.,. Japanese 
Publicotion (JP 20033055184) in view of Deckner et ol (US 5,968,528) prepare a skin 
ligiilening composition as claimed in fhe present invention? 



Vil. ARGUMENT 

Rejection Under 35 USC $103 

The Examiner continues to reject ciaims 1-9 under 35 USC § 1 03 as being 
unpatentable over Patent Abstracts ot Japan, Pubiication No. JP 2003-055184 
(hereinafter, M84) in view of Deckner ei al., U.S. Patent No, 5,968,528 
(hereinafter, '528|. The Examiner mentions that the re|ecttQn is maintained for 
the reasons of record. The Exanrtlner further notes, in summary, that the '184 
reference teaches a skin care composition with bleaching action wherein the 
composition has an extract from the plant Symplocos recemosa. The Examiner 
maintains that the extract may be extracted from bark or other parts of a plant 
and that extracts from Sympiocos can have excellent oxygen scavenging 
activity as we!l as coliagenase and tyrosinase inhibitor/ actions. The Examiner 
continues and maintains that the '184 reference describes a skin care 
composition that yields excellent aging prevention actions. 

inherently, the Examiner notes that the ' 1 84 reference does not, even 
remotely, describe the use of Vitamfn B3 and exlrocts from the plants of the 
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genus RubJa, particuiariy Rubia cordifofia. Nevertheless, the Examiner relies on 
the '528 reterence for curing the deficiencies of the primary reference, and 
mentions that the same describes compositions with Vitamin 83 and extracts 
from pfants of genus Rubia. 

in view of the above, the Examiner, again, believes that it wouid hove 
been obvious to one ot ordinory 3i<iti in the art at the time the invention was 
made to combine the instantiy claimed ingredients mentioned in the references 
since the Examiner believes the idea for combining the some flows Jogicaiiy. 
Thus, the Examiner, again, continues to believe that the rejection made under 
35 use § 103 is warranted. 

Notwithstanding the Examiner's apparent position to the contrary, It is the 
Appellants' position that the presently claimed invention is patentobly 
distlngulshabie from the above-described for at least the following reasons. 

As already made of record, the present Invention, as presented in 
Independent claim I, h directed to a cosmetic skin lightening composition 
comprising 0. 1 to 50% by wt. of extracts of plants from the genera Symplocos 
and Rubia, the extract of Symptocos being selected from Symplocos recemosa, 
Symplocos paniculafa, Simplocos cochinchinesis or mixtures thereof and the 
extract of Ruble? being Rub/a cordifollQ wherein the extracts ore primary skin 
lightening agents within the composition. 

The invention of claim 1 is further defined by the dependent claims, which 
claim, among other things, that sunscreen may be employed and the amount 
of sunscreen, that secondary skin lightening agents may be employed, specific 
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extract that may be employed, the type of sunscreen that may be employed, 
the type of secondary skin lightening agent that may be employed, and the 
additional types of extracts tiiat may be used. Claim 9 further characterizes the 
composition of claim 1 in that the secondary skin lightening agent that may be 
employed is niacin, niacinamide, or niacinamide ascorbate. 

In contrast, and as already made of record, the ' 184 reference merely 
discloses thdt an extract frpm the plant of ^he genus Symplocos may be used in 
a skin care preparation that exhibits ahti-dging benefits and bleqGhihg actions. 
The reference fails In every way to specifically describe al! of the specific 
Symplocos extrocfs set forth in the claimed invention. Moreover, the reference 
is deficient tn that it fails in every way to describe the extract of Rubia used in 
coniunction with Symplocos extract 

In an attempt to cure the vast deficieneies of the primdry reference, 
nameiy the ' 184 reference, the Examiner, again, relies on the '528 reference 
which merely mentions that extract in the genus Rubia, particularly RubIa 
cordlfolia, can be used as a natural anti-infiammatorv agent . There is no 
teaching whatsoever In the '528 reference that even remoteiy suggests an 
extract of Rubia wiil yield excellent skin lightening benefits when used in 
coniunction With extract of 5ymp/ocos. There is also no teaciing whatsoever 
that even remoteiy suggests that such extracts in combination will yield a stable 
composition. Moreover, there is no teaching whatsoever in the references 
relied on by the Examiner that even remoteiy suggest the unexpected 
synergistic benefits the inventors observed when using a mixture of the 
aforementioned extracts. Appeiiants, again, wish to direct the Examiner's 
attention to, for example, Table 1 of the specification as originally filed wherein it 



is shown that o combination of Rubia and Sympldcos extracts show a synerglstfc 
reduction In the amount of metanfn formed In a cuiture of meianocytes which 
would result In skin lightening. Appellants wish to particularly point out to the 
Examiner that the data in Tabie 1 shows Rubia alone had no infiuence on the 
amount of melanin formed. The results in this invention would not, therefore, 
have been predictable to the skilled artisan. Moreover, the data in Table 2 of 
the specification cieoriy shows that Rubia and Symptocos extracts alone and in 
combination with one another decrease the uptake of melahini by 
keratinocytes as proven via testing with HdCaT kerdtinoeytes in cuiture. 

In view of the above, Appellants respectfully submit that a prima facie 
case of obviousness has not been established and that oil claims of record are 
in condition for qilowance. 

Turning to the Examiner's response to the arguments made under 37 CFR 
§ L 1 1 h the Examiner rrientions that the fact that Appeiianfs recognize another 
advantage which wouid flow naturaiiy from the art is not a basis for 
patentabiiity. Further, the Examiner dismisses any claim to unexpected 
results/synergy since the Examiner believes it is unciear if the claimed range is for 
one or both extracts. 

Notwithstanding the above, Appellants respectfuliy disagree. Firstly, the 
Examiner has not previously raised any issues regarding the range of "0,1-50%" 
being indefinite. The ossertion cannot be made now, and the ciaim covers a 
composition with 0.1 to 50% by weight totai extract. 
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it is wel! settled that an obviousness rejeetion cannot be sustained via a 
mere conclusory statement. The results the present inventors obtained and 
consistent with the claimed invention are not predictable and not the result of a 
simple substitution. There is no reason provided by the Examiner as to vv^hy the 
extracts in the disclosures should be combined vv'hen one extract is relied on for 
whitening enhancement and extracts from genus Rubia are taught for use as an 
anti-inflammatory agent. Furthermore, Appellants, again, have shown that 
Rubia alone did not influence the amount of melanin formed. In the present 
case, therefore, the person of ordlndry skiil lr^ the art wouid not have reasonably 
iooked to the secondary ('528 reference) to enhance lightening with an extract 
of Rubia. Finally, Appellants unexpeeted/synergistic results cannot be ignored 
and this invention would not have been predicted at the time of making. 

Reconsideration and favorable action are earnestly solicited. 



-10- 



Vr». CQNCiUSiON 



AppeJiants respectfuiiy request that the Board of Patent Appeals ond 
interferences reverse the Examiner's finoi rejection of cidims 1-9 under 35 US.C. 
§103. 



Respectfuiiy submitted. 



Edward A. Squiiianle, Jr. 
Registration No. 38,319 
Agent for Appe!!ant{s) 

EAS/pod 
(201)894-2925 
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IX. ClAiMSAPPgNDIX 



1 A cosmetic skin lightening composition, comprising 0.1 - 50% by weight of extracts of 
plants from the genera Symplocos and Rubia: the extract of Sympiocos being selected 
from Symplocos recemosa, Sympiocos paniculata, Symplocos cochinchinensis or mixtures 
thereof; the extract of Rubia being Rubia corxiifdia 

wherein the extracts are primary skin lightening agents within the composition. 

2. The cosmetic skin lightening composittori of cialm 1, additionally comprising 0.1 - 10% 
by weight of a sunscreen. 

3. The GosmetiG skin lightening composition of claim 1, ftjrther comprising 0.1 - 10% by 
weight of one or more secondary skin lightening agents. 

4. The cosmetic skin lightening composition of claim 1, wherein the extract of Sympiocos 

is Sympiocos recemosa. 

5. The cosmetic skin lightening o^mposition of claim 2, wherein the sunscreen Is selected 
from 4-tert!ary butyM'-methoxy dibenzoylmethane, 2'rethyl hexyl methoxy cinnamate, 
micronized titanium dioxide, or micronized xinc oxide. 

6. The cosmetic skin lightening composition of claim 3, wherein the secondary skin 
whitening agent is niacin, niacinamfde, niadnamide ascorbate, extract of placenta, 
hydroquinone, koijc acid, azelaic acid, sebacic acid, ascorbic acid, lactic acid, glycolic acid, 
malic acid, tartaric acid, feailic acid or retinol. 
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7. The cosmetic skin iightening composition of claim 1 further comprising extracts of 
Glycyrrhiza> Coriandum, Acorus or mixtures thereof. 

8. The cosmetic skin lightening composition of daim 1 wherein the Symplocos or Rubia is 
extracted from the bark of the p!ant, 

9. The cosmetic skin lightening composition of claim 3 wherein the secondary skin 
lightening agent is niacin, niacinamide or niacinamide ascorfeate. 
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X. EVIDENGE APPENDIX 

No evidence, pursuant to §§ 1 , 1 30, 1 , 1 31 and/or I , ] 32, Is submitted herewith. 



-14- 



XL REIATED PRQGEEDiNGS APPENDIX 



No decisions rendered by a Court or the Board have been mode: therefore, no 
such decisions are submitted herewith. 
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